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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is eligible 
, for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1 .17(e) has 
been timely paid, the finality of the previous Office action has been withdrawn pursuant to 37 
CFR 1.114. Applicant's submission filed on 06/22/06 has been entered. 

Response to Arguments 

Terminal Disclaimer 

A terminal disclaimer was filed on 06/22/06. The filing of terminal disclaimer is 
acknowledged. 

' Claim Rejections - 35 USC ^112 

• Applicants' arguments with respect to the rejection of claim 1 under 35 U.S.C. § 
112, first paragraph, have been fully considered but they are not persuasive. 
As argued by applicants: 

Claims I -1 6 stand rejected under 35 USC 112, first paragraph, for not complying with the written 
description requirement In particular, the examiner points to several occurrences of the language "a 
version of an object" and "a version of the object", and that the use of these phrases in connection with 
access privileges or access criteria. In response, the claims have been amended to clarify the proper 
usage of the versions of the objects, thus obviating the rejection. 

Examiner respectfully disagrees. 

Claim 1 has been amended, however, the claimed limitation, the access criteria associated 

with the groups of data contained within a version of an object, was not described in the specification as 
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indicated in the previous Office Action. The applicants fail to direct the examiner's attention to 
the page and line that disclosed these features. Therefore, the rejection of claim 1 under 35 
U.S.C. § 112, first paragraph, is sustained. 

• Applicants* arguments with respect to the rejection of claims 7 and 13-16 under 
35 U.S.C. § 1 12, first paragraph, have been fully considered but are moot in view of the 
amendment of claims 7 and '13-16 and the new ground of the rejection. 

• Applicants' arguments with respect to the rejection of claims 1,14 and 1 6 under 
35 U.S.C. § 112, second paragraph, have been fully considered but are moot in view of the 
amendment of claims and the new ground of the rejection. 

' Claim Rejections - 35 USC S 102 and 103 

Applicants' arguments with respect to the rejection of claims 1-9 and 11-16 under 35 
U.S.C. § 102 and 103 have been considered but are moot in view of the new ground(s) of 
rejection. 

f 

Claim Objections 

Claim 15 is objected to because of the following informalities: a object request at line 8 {an 

object request is respectfully Suggested), a user at line 14 {the user is respectfully suggested). 

»* 

Appropriate correction is required. 
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Duplicate Claims, Warning 
Applicant is advised that should clairp 15 be found allowable, claim 16 will be objected to 
under 37 CFR 1 .75 as being a substantial duplicate thereof. When two claims in an application 
are duplicates or else are so close in content that they both cover the same thing, despite a 
slight difference in wording, it is proper after allowing one claim to object to the other as being a 
substantial duplicate of the allowed claim. See MPEP § 706.03(k). 



Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. . 



Claim 1 is rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non-statutory subject matter. 



The system as recited in claim 1 does not produce a useful and tangible result as set 
forth in MPEP 2106 (IV)(B)(2)(b)(ii)\ The system does not produce a tangible result because 

the claimed limitation, for allomne controlled access to modify individual sroups of data contained within the 
version of the object and that may be viewed by a user according to the user^s predetermined modification 



^ MPEP 2106 (IV)(B)(2)(b)(ii): 

Iror sucb sufajecr matter to toe stotutory. the claixned process irnjtst be litxiited to a practical 
application o T the atostract idea or mattieTnatical tilgorithm in tKc techno log^tcal arts. See 
^tapf^ctt^ 33 F.3C1 at 1 5-*3» 3 I TJSF»02a at 1556-57 Cqviotins Diamortcg v. i:>iGhtr-, 4^50 
U.S. at 1£>2, 20S> USPQ at lO). See also ^Utpf^ctr 33 F.3d at 1569, 3 I USE>Q2cl at 
1578-79 CNcwman, J., concxarrii>a> OVmp ate ntatoility oTthe princ^le does iiot defeat 
patentatoiHty of its practical applications*^ Cciting O 'ftaiN^ A^ofsa, 56 U.S. (15 How.) 
at 1 14-19). W claim is limited to a practical application when the method^ as claimed, 
produces a concrete, tonsitole and vsseful resvilt; i.e.. the method recites a step or act of 
prodxicins sotncthiria that is concrete, tangitole and usefliL See -rtiy <3£Z\ 172 F.Sd at 13 58. 
50 USF*Q2d at 14 52. L-ilcewtse. a machine claim is statvxtory Avhen the machine, as 
claimed, produces a concrete^ tar«sible and useHil resialt Stents Stfc^t, 149 F.3d at 

13 73, 47 USI*Q2d at 1601) and/or when a specific machixK is betng claimed C»s ^ 
^iajypfat, 33 IF .3<X at 1544. 3 1 USI»Q2d ot 1557 C*=^ Gn-^ banc^. For example, a 
computer process that singly calctilates a imathematical aJsorithm that models noise is 
nonstatutory. However, a claimed process for digitally filtering noise err^loyins the 
mathematical algorithm is statutory. 
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privileges, is an intended use limitation^. ThiSiintended use limitation is not given weight because 
it simply expresses the intended result in response to the access criteria associated with the 
groups of data. The system does not produce a useful result because controlling access to other 
associated information of a file as recited in the preamble is still unknown. As recited in claim 1, only 

the version of the object IS controlled access. 



Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 



Claims 1, 7 and 13-16 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the written description requirement. The claim(s} contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 



^MPEP 2111.04: 

(A) " adapted to " or "adapted for " clauses; 
CB) " wherein " clauses; and 
(C) " whereby " clauses. 

The determination of whether each of these clauses is a limitation in a claim depends 
.on the specific iacts of the case. InUc?/yer v. AiicrosoJ't Corp., 405 F.3d 1326, 1329, 
74 USPQ2d 1481, 1483 (Fed. Cir. 2005), the court held that when o 'V^hereby' clause • 
states a condition that is material to patentability, it cannot be ig;nored in order to change 
the substance of the invention. **7£/. However, the court noted Cquoting A///7/on v^ Mat 7 
Ass W af Securities Dealers, Inc., 336 F.3d 1373^ 1381, 67 USPQ2d 1614, 1620 CFed. . 
Cir. 2003)) that a **whereby clause in a method claim is not given weight when it simply 
expresses the intended result of a process step positively recited.'** 

Examiner respectfully suggests applicants replacing the *1or^ clause by a positive statennent that discloses the claimed 

invention. 
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Regarding claim 1 , the claimed limitation, the access criteria associated with the groups of data 
contained within a version of an object, was not described In the specification. 

Regarding claim 7, the claimed limitation, the access criteria associated with the groups of data 
' contained within the version of the redacted object transferred, was not described In the specification. 

Regarding claims 13 and 14, the claimed limitation, establishing privilege access criteria that 

define the scope of access of a version of the object for the user, was not described in the specification. 

» 

Regarding claim 15, the claimed limitations, establishing privilege access criteria that define the 
scope of access of a version of the object for the user and setting up a redacted version of an object and 
associated documents according to user access privileges, were not described in the specification. 

Regarding claim 1 6, the claimed limitation, establishing privilege access criteria that define the 
scope of access permitted to a user of a version of an object,,, receiving an object request by a user via a network 
for access to a version of an object.,, setting up a version of an object and associated documents according to 

user access privileges, was not described in the specification. 
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Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one 9r more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-8, 11, 12, 15 and 16 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

r 

Regarding claim 1. 

the claimed limitation at line 9, the operation of the application server, references to other 
items in the claim. It is unclear what item is being referenced; 
^ the claimed limitation at line 12, the application code, references to other items in the claim. 

It is unclear what item is being referenced; 

the claimed limitation at line 1 2, the access criteria associated with the groups of data contained 
within a version of an object, references to Other items in the claim. It is unclear what item is being 
referenced. 

Regarding claim 2, 

the claimed limitations, the ability of a user, the transferred redacted version and the requested 

object, reference to other items in the claims.^ It is unclear what items are being referenced; 
» the claim limitation, the user, references to a plurality of users in the claims. It is unclear 

what "user'' is being referenced. 
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Regarding claims 3-5, the claimed limitations, the ability, the redacted version and the 
requested object, reievenoe to other items in the claims. It is unclear what items are being 
referenced. 

Regarding claim 6, . 

the claimed limitations, the access, the tedacted version, the product chain, the transferred redacted 

version of the object, reference to other items in the claims. It is unclear what items are being 
referenced; 

the claim limitation, the object, references to a plurality of objects in the claims. It is 
unclear what "object" is being referenced. 

Regarding claim 7, 

the claimed limitation, the database, the CPU, the transferred version of the object, the access 
criteria associated with the groups of data contained within the version of the redacted object transferred, 

reference to other items in the claims. It is unclear what items are being referenced; 

the claimed limitation, the object at line 9, references to a plurality of objects in the claims. 
It is unclear what "object" is being referenced; 

the claimed limitation, the redacted version of the object, references to a plurality of "redacted 
version of an object" in the claim. It Is unclear what "redacted version of an object" is being 
referenced. 

Regarding claim 8, the claimed limitation, the redacted version of the object, references to a 
plurality of "redacted version of an object" in the claims. It is unclear what "redacted version of 
an object" is being referenced. 
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I 

1 

Regarding claim 1 1 , the claimed limitation, the version of the object, references to. other 
items In the claims. It is unclear what item is being referenced. 

Regarding claim 12, the claimed limitation, the requestor, references to other items in the 
claims. It is unclear what item is being referenced. 

Regarding claim 15, the claimed limitation, transmitting the redacted version of the requested 

object... in which a user has privileges of access, nr\akes the claim indefinite because a request is 
' received from a requestor, and the requested object is transmitted to a user. 

Regarding claim 16, 

the claimed limitation, the privileged user, references to other items in the claims. It is 
, unclear what item is being referenced; 

the claim limitation, the user, references to a plurality of users in the claim. It is unclear 
what "user" is being referenced. 
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Claim Rejections - 35 (JSC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b). by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-5, 7-9 and 12-16 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Schneck et al. [USP 6,314,409 B2] . 

Regarding claim 1 , Schneck teaches a system for providing the transfer of and the controlled 
access to a version of an object and other associated information of a file by a plurality of users comprising 

(Abstract and Col. 17, Lines 53-64): 

a database for storing an object and associated information, the object comprising distinguishable 

groups of data (a book, a movie, software program or a legal document is considered as an object 
and associated information (Col. 33, Line 16-Col. 34, Line 18). The digital object is stored in data 
structure or database as in FIG. 21b. In term of a legal document, a plurality of paragraphs of 
legal document 224 is considered as distinguishable groups of data), 

each group of data having associated access criteria for access to the groups of data (FIG. 
21a, Col. 33, Lines 66-67; Col. 25, Lines 15-55, in term of a legal document, a plurality of 
paragraphs of legal document 224 h&ving associated access criteria for access to the groups of 
data)] 
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an application server configured to control access to data stored in the database and to set up and send a 
document file having a representation of an object and associated documents that are stored in the database 

(Col. 9, Line 59-Col. 10. Line 13); 

a memory for storing software code for controlling the operation of the application server (Gol. 1 0. 

Lines 31-39 and CoL 15. Lines 41-49); 

access data application code stored in the memory and executable by the application server (Col. 1 5, 
Lines 41-49). 

the application code being responsive to the access criteria associated with the groups of data 
contained within a version of an object and to predetermined modification privileges for allowing 
controlled access to modify individual groups of data contained within the version of the object and that 
may be viewed by a user according to the user's predetermined modification privileges (Col. 25, Lines 
6-58 and Col. 33, Line 66-Col. 34, Line 7). 

Regarding claim 2, Schneck teaches all of the claimed subject matter as discussed 

above with respect to claim 1 . Schneck further discloses the access data application code enables the 
ability of a user to read the contents of the transferred redacted version of the requested object that was sent by 
the application server according to access privileges associated with the user (Col. 25, Lines 6-58 and Col. 
33, Line 66-Col. 34. Line 7). 

Regarding claim 3, Schneck teaches all of the claimed subject matter as discussed 

above with respect to claim 2. Schneck further discloses the access data application code includes the 
ability to modify the contents of the version of the requested object (Col. 26, Lines 30-31 ). 
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Regarding claim 4, Schneck teaches all the claim subject matters as discussed above 

with respect to claim 3, Schneck further discloses the ability to modify includes the ability to delete 
information contained in the version of the requested object (Col. 26, Lines 30-31 ). 

Regarding claim 5, Schneck teaches all the claim subject matters as discussed above 

with respect to claim 3, Schneck further discloses the ability to modify includes the ability to add data to 
the version of the requested object (Col. 26, Lines 30-31 ). 

Regarding claim 7, Schneck teaches a method of controlling access to objects stored in electronic 

form (Abstract), comprising: 

storing an object^ the object comprising distinguishable groups of data (a bOOk, a movie, software 

program or a legal document is considered as an object {Col 33, Line 16-Col. 34, Line 18). The 
digital object is stored in data structure as in FIG. 21b. In term of a legal document, a plurality of 
paragraphs of legal document 224 is considered as distinguishable groups of data), 

each group of data having associated access criteria for access to the groups of data (In term 

of a legal document, different portions, e.g., paragraphs, of the document have different 
access criteria (Schneck, Col. 25, Lines 52-58), e.g., number of read accesses, size of 
read access. Intensity of access... (Schneck, Col. 25, Lines 32-50), and the purpose is 
for access to the groups of data, e.g., a user is allowed to access certain data a specified 
number of time. . . (Schneck, Col. 31 -Lines 1 -9)); 

controlling the access to the database using an application server {Co\, 9, Line 59-Col. 10, Line 13) 
configured to set up a redacted version of an object according to access criteria established for a user (Col. 33, 
Line 66-Col. 34, Line 7); 

storing software code for controlling the operation of the CPU in memory (Col. 1 5, Lines 45-49); 
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transferring a redacted version of an object to a user in the form of a document file having the redacted 
version of the object and any associated documents requested by a user contained therein (Col. 33, Line 1 0- 
Col. 34, Line 7); and 

allowing controlled access to individual groups of data contained within the transferred version of the 
f object by an individual user according to an individual user's predetermined privileges in response to the access 
criteria associated with the groups of data contained within the version of the redacted object transferred (Col. 
25, Lines 15-58). 

Regarding claim 8, Schneck teaches all of the claimed subject matter as discussed 
above with respect to claim 7, Schneck further discloses the step of receiving an object request by a 

requestor (Col. 17, Lines 45-52); verifying the requestor's user privilege access criteria (Col. 18, Lines 47- 
48); and transmitting a redacted version of an object configured to reveal information contained with in the 
redacted version of the object according to the requestor's user privilege access criteria (Col. 33, Line 6-Col. 
'34, Line 7). 

Regarding claim 9, Schneck teaches all of the claimed subject matter as discussed 
above with respect to claim 7, Schneck further discloses the step of establishing a version of an 

^ object by loading information into the version of the object into separate groups having separate access privilege 
criteria (FIG. 21a, Col. 33, Lines 66-67; Col. 25, Lines 15-55). 

Regarding claim 12, Schneck teaches all of the claimed subject matter as discussed 
above with respect to claim 7, Schneck further discloses the step of transmitting a redacted version 

of an object by sending an electronic object to the requestor that contains the groups of information to which the 
requestor has access to and that excludes groups of information associated with an object that is redacted so that 
the requestor has limited access (Cpl. 33, Line 6-Col. 34, Line 7). 
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Regarding claims 13 and 14, Schneck teaches a computer program product for use with a 

computer system, a central processing unit and means coupled to the central processing unit for storing a 
database to automatically manage objects for viewing and marking an object having varying formats without the 
use of any originating application of a file to view the object (Abstract), comprising: 

computer readable code means for establishing an object in a storage location (Col. 33, Line 1 6-Col. 

34, Line 18, a book, a movie, software progi;am or a legal document as disclosed is considered 
' as an object, a storage location is an inherited feature of a digital document); 

computer readable code means for identifying a user to have limited access to information associated 
with the object {Col 15, Lines 30-35); 

computer readable code means for establishing privilege access criteria that define the scope of access of 
a version of the object for the user (Col. 25, Lines 1 5-58); 

computer readable code means for receiving an object request by a requestor (Col. 1 7, Lines 45-52); 

computer readable code means for verifying the requestor's user privilege access criteria (Col. 1 8, 
Lines 47-48); and 

computer readable code means for transmitting a redacted version of the requested object in the form of 
' a redacted document that masks information according to the requestor's user privilege access criteria (Col. 33, 
Line 66-Col. 34, Line 7). 

Regarding claims 15 and 16, Schneck teaches a computer server having a database far storing 
^ data pertaining to product information, a method of securely transferring data between a source and an access 
destination (Abstract) comprising: 

establishing an object in a storage location (Col. 33, Line 16-CoL 34, Line 18, a bOOk, a movie, 

software program or a legal document as disclosed is considered as an object, a storage location is 
an inherited feature of a digital document); • 
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identifying a user to have limited access to the object (Col. 1 5, Lines 30-35); 

* 

J establishing privilege access criteria that define the scope of access of a version of the object for the user 

(Col. 25. Lines 15-58); 

receiving a object request by a requestor (Col. 1 7, Lines 45-52); 

verifying the requestor's user privilege access criteria (Col. 1 8, Lines 47-48); 

setting up a redacted version of an object ahd associated documents according to user access privileges 
for transmission to the user] and transmitting the redacted version of the requested object, wherein the access 
criteria defines the information in which a user has privileges of access to the redacted version of the requested 
object (Col. 33, Line 66-Col. 34. Line 7). 

, Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
' Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 

claims under 35 U.S.C. 103(a). the examiner presumes that the subject matter of the various 

claims was commonly owned at the time any inventions covered therein were made absent any 

^ evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 

the inventor and invention dates of each claim that was not commonly owned at the time a later 

invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 

and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 
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f Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Schneck et 

al. [USP 6,314,409 B2] as applied to claim 1 above, and further in view of Mukherjee et al. 
[USP 5,317,729], 

Regarding claim 6, Schneck teaches all the claim subject matters as discussed above 

■J 

with respect to claim 1 , Schneck further discloses the transferred version of the object is configured to 
reveal limited information according to a guest user's predetermined access privileges (Col. 33, Line 66-Col. 
34, Line 7). 

The missing of Schneck is the claimed limitation the access to the version of the object is 
' determined by a business relationship to produce products and defined by the host according to the need of 
information in the product chain. 

Mukherjee teaches the access to the version of the object is determined by a business relationship to 

produce products and defined by the host according to the need of information in the product chain (FIG. 3). 

I' 

Therefore, it would have been obvious for one of ordinary skill in the art at the time the 
invention was made to apply access control technique to a business relationship in a product 
chain in order to control BOM document. 

Claim 11 is rejected under 35 U.S.C. 103(a) as being unpatentable over Schneck et 
al. [USP 6,314,409 82] as applied to claim 8 above, and further in view of Hayes et al. [WO 
95/14266]. 

Regarding claim 1 1 , Schneck teaches all of the claimed subject matter as discussed 
above with respect to claim 8, Schneck furtf]er discloses the step of verifying the requestor's user 

identification and identifying the groups of data within the version of the object to which the requestor has access 

(Col. 18, Lines 56-58 and Col. 24, Lines 52-65). The missing of Schneck is the step of extracting 

the requestor's user identification from the object request. 
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Hayes teaches the steps of extracting the requestor's user identification from the object request 
(Hayes, FIG. 1). 

By applying the technique extracting the user's user identification from the object request aS 

^ taught by Hayes, the processing time of verifying user name and password will be improved 
significantly. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the examiner 
, Should be directed to HUNG Q. PHAM whose telephone number is 571-272-4040. The 
examiner can normally be reached on Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, TIM T. VO can be reached on 571-272-3642. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 



Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIJR only. For more information about the PAIR 
' system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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